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DETAILED ACTION 
Status of Application 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1 .17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 6/6/01 has been entered. 

2. The numbering of claims is not in accordance with 37 CFR 1.126 which requires the original 
numbering of the claims to be preserved throughout the prosecution. When claims are canceled, the 
remaining claims must not be renumbered. When new claims are presented, they must be numbered 
consecutively beginning with the number next following the highest numbered claims previously 
presented (whether entered or not). 

3. Misnumbered new Claims 1-20, filed 6/6/01 have been renumbered 23-42. 

4. Applicant's election of the inventions of Group I, now claims 23-37 and 41-42, drawn to a process 
of making hydroxy functional materials, and the species of as exemplified in Example 1, i.e., (a) a 
carboxylic acid -terminated butadiene acrylonitrile copolymer, (b) ethylene carbonate as the hydroxylating 
agent, (c) tetraethylammonium iodide as the phase transfer catalyst, and (d) no amphoteric agent 
present, in Paper No. 7 remains in effect. Claims 38-40 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. Claims 29-30, 32-33 and 41-42 
are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non- 
elected specie of the invention. 

5. Claims 23-28, 31 and 34-37 are currently under consideration. 

Response to Amendment 

6. Applicant's amendment filed 6/6/01 , has been fully considered with the following results. All 
previous rejections are overcome by the cancellation of all the claims previously pending and the 
rejections are withdrawn. However, this is moot as the same bases of rejections in regards to the prior art 
rejections are still applied to the new claims as is discussed below. 
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Previously Cited Statutes 

7. The text of those sections of Title 35. U.S. Code not included in this action can be found in a prior 
Office action. 

Objection to New Matter 

8. The amendment filed 6/6/01 is objected to under 35 U.S.C. 132 because it introduces new 
matter into the disclosure. 35 U.S.C. 132 states that no amendment shall introduce new matter into the 
disclosure of the invention. The added material which is not supported by the original disclosure is as 
follows: 

There appears to be no basis for the new claim limitation in Claim 23 of "~ having a molecular 
weiqht no more than about three times greater than the molecular weight of said dicarboxylic 
acid-functionalized material." The Examiner acknowledges that there is a basis as discussed by 
applicant for "about 2.7 to about 3 Otimps the molecular weight of said dicarboxylic acid- 
functionalized material", but does not see a basis for specifically claiming molecular weights not 
greater than the highest number exemplified. 

9. Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112, First Paragraph 

10. '^^ms^mmmi^^^m^mimmmmms^mm 

c ™W*o±neskilW^ 

'^^^Mmmmmmpm The subject matter in question is that discussed in the 
previous section. 

Claim Rejections - 35 USC § 112, Second Paragraph 

»« Claim 25 is indefinite in regards to the recited molecular weight. Presumably applicant means 
an "average" molecular weight although this is not stated, and secondly, it can not be told whether this is 
a number average, weight average, or some other basis of average molecular weight. 
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35 U.S.C. § 103(a) Rejection 

1 2 

WffM^M The basis of this rejection was stated in Detailed Action § 13 of the Office action of 10/3/00, 
and has been discussed further in Detailed Action § 13 to § 16 of the Office Action of 3/6/01 and 
Additional Comments § 5 to § 8 of the Office action of 5/1/01. The teachings of Admissions by Applicant, 
Merck Index, Wu and Yoshino have been used in lieu of the previous Examiner's Notice. These 
teachings are regarding that *— It is well known that reactions utilizing ethylene oxide have the 
disadvantage of ethylene oxide being a gaseous and highly toxic material" which were discussed in 
Additional Comments § 5 of the Office action of 5/1/01. 

13. In regards to the new claim limitations concerning the molecular weight of the dihydroxy- 
functionalized material (HTBN), Okamoto teaches reacting the carboxyl terminated polymer (CTBN) with 
3 to 10 parts of ethylene oxide per 100 parts of the polymer (col. 1, line 66 to col. 2, line 5). Thus, the 
limitations of the claims in this regard appear to be clearly met. It is also pointed out that applicant at 
page 2 (lines 4-10), of the specification references Okamoto as the process for making commercial 
HTBNs from CTBNs. Applicant also seems to go to some length to show that the products of the instant 
invention are comparable in molecular weight, hydroxyl number and acid number to the commercial 
product (pages 26-28 of the specification). 

14. In regards to the molecular weight limitation of Claim 25, Okamoto teaches that the molecular 
weights for the CBTNs range from about 400 to 8,000 (col. 2, lines 23-27). Okamoto also uses a CBTN 
with a number average molecular weight of about 3,100 (Example 1 , ephr of 0.065 equates to Mn of 
-3,100). 

15. Applicant repeats the previously made arguments concerning the motivation to replace ethylene 
oxide, and the catalyst used by Yoshino or Wu, which are not deemed to be persuasive for reasons of 
record made in the last action. 

1 6. The argument that controlling the molecular weight of the hydroxyalkylated final product is critical 
and that this somehow distinguishes the invention from that of Okamoto in view of Yoshino or Wu is not 
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deemed to be persuasive for several reasons. First, it would have been obvious to one of ordinary skill in 
the art to achieve the same degree of ethoxylation taught by Okamoto in order to make a comparable 
product. Secondly, as has been discussed above, applicant in their own disclosure teach that the 
molecular weights, hydroxy! numbers and acid numbers for products of the instant invention are 
comparable to those of the commercial materials. 

18. In addition to the teachings of Okamoto discussed above concerning molecular weight of the 
starting CTBNN, applicant has admitted that commercially available CTBNs generally have a number 
average molecular weight of between 3,100 and 4,200. In as much as it would have been considered 
obvious to use the commercially available CBTNs which have molecular weights within the teachings of 
Okamoto, it also would have been obvious to one of ordinary skill in the art to use CBTNs within the 
instantly claimed molecular weight range. 

Future Correspondence 
Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to D. R Wilson whose telephone number is 703-308-2398. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
David Wu can be reached on 703-308-2450. The fax phone numbers for the organization where this 
application or proceeding is assigned are 703-872-9310 for regular communications and 703-872-9311 
for After Final communications. The unofficial direct fax phone number to the Examiner's desk is 703- 
872-9029. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be 
directed to the receptionist whose telephone number is 308-2351 





DONALD R. WILSON 
PRIMARY EXAMINER 
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